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DETAILED ACTION 

This is the initial Office action based on the 10/667726 application filed on 
9/22/2003. Claims 1-20, as originally filled, are currently pending and have been 
considered below. 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 6 & 15 are rejected under 35 U.S.C. 101 because The claims fail to place the 
invention squarely within one statutory class of invention. On page 5, lines 13-16 of the 
instant specification, applicant has provided evidence that applicant intends the 
"medium" to include signals. As such, the claim is drawn to a form of energy. Energy is 
not one of the four categories of invention and therefore this claim(s) is/are not 
statutory. Energy is not a series of steps or acts and thus is not a process. Energy is 
not a physical article or object and as such is not a machine or manufacture. Energy is 
not a combination of substances and therefore not a composition of matter. 

Claim 7 & 16 is rejected under 35 U.S.C. 101 because the claim lacks the 
necessary physical articles or objects to constitute a machine or a manufacture within 
the meaning of 35 USC 1 01 . They are clearly not a series of steps or acts to be a 
process nor are they a combination of chemical compounds to be a composition of 
matter. As such, they fail to fall within a statutory category. They are, at best, functional 
descriptive material per se. 
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Descriptive material can be characterized as either "functional descriptive material" or 
"non-functional descriptive material." Both types of "descriptive material" are non- 
statutory when claimed as descriptive material perse, 33 F.3d at 1360, 31 USPQ2d at 
1759. When functional descriptive material is recorded on some computer-readable 
medium, it becomes structurally and functionally interrelated to the medium and will be 
statutory in most cases since use of technology permits the function of the descriptive 
material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 
1031, 1035 (Fed. Cir. 1994) 

Merely claiming non-functional descriptive material, i.e., abstract ideas, stored on a 
computer-readable medium, in a computer, or on an electromagnetic carrier signal, 
does not make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that 
the claims for an algorithm in Benson were unpatentable as abstract ideas because 
"[t]he sole practical application of the algorithm was in connection with the programming 
of a general purpose computer."). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Gross 
et al. (hereinafter Gross) U.S. Patent NO.: 5,283,856. 
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Gross teaches: 

Claiml: A method for identifying to a user the cause of an event occurring within 
a computer system, the method comprising: maintaining at the computer system 
a rule comprising one or more conditions and one or more actions that are 
performed when the one or more conditions are satisfied (Figures 1-1 1 A and 
Abstract; event driven, conditional rule based messaging system and a rule 
mechanism); periodically performing an evaluation to determine whether the 
conditions are satisfied (Figures 1-1 1A and Abstract & Col. 5 lines 43-55; 
periodic or timed occurrences); performing the one or more actions in response 
to determining that the conditions are satisfied (Figures 1-1 1 A and Abstract & 
Col. 5 lines 43-65; periodic or timed occurrences and timer and timer event); 
receiving a request to identify the cause of the performance of the one or more 
actions (Figures 1-11 A and Abstract & Col. 5 lines 43-65; event manager, timer 
and timer event); and in response to receiving the request, identifying the rule to 
the user (Figures 1-1 1A and Abstract & Col. 5 lines 43-65; event manager, event 
mechanism and applying rule to selected object). 

Claim2: Wherein the one or more conditions comprise receiving an electronic 
mail message and wherein the one or more actions comprise displaying a first 
user interface dialog box indicating that the electronic mail message has been 
received (Figures 1-1 1A and Abstract & Col. 5 lines 43-65; event manager, event 
mechanism, event user function and message transport access layer and GUI). 
Claim3: Wherein the first user interface dialog box comprises a user interface 
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object that, when selected, displays a second user interface dialog box that 
identifies the rule (Figures 1-1 1A and Abstract & Col. 5 lines 43-65; pointer or tag 
points to a rule in a rule data base). 

Claim4: Wherein receiving a request to identify the cause of the performance of 
the one or more actions comprises receiving a selection of the user interface 
object (Figures 1-1 1A and Abstract; user interface, rule mechanism interface and 
host operating system). 

Claim 5: Wherein identifying the rule to the user comprises displaying a user 
interface object that identifies the rule (Figures 1-1 1A and Abstract & Col. 5 lines 
43-65; event manager, event mechanism, event user function and message 
transport access layer and GUI). 

Claims 6 -7 are substantially the same as claim 1 and are thus rejected for 
reasons similar to those in rejecting claim 1. 

Claims 8-11 are substantially the same as claims 1-5 and are thus rejected for 
reasons similar to those in rejecting claim 1-5. 

Claim 12: Wherein the first indication further comprises a user interface object 
that, when selected, will open the selected message for viewing (Figures 1-1 1A 
and Abstract; user interface, GUI, and event manager and on-disk persistent 
event manager). 

Claim 13: Wherein the first indication further comprises a user interface object 
which, when selected, will dismiss the first indication (Figures 1-1 1A and 
Abstract; user interface, GUI, and event manager and on-disk persistent event 
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manager). 

Claim 14: Wherein the second indication further comprises one or more user 
interface objects which, when selected, provide functionality for editing the rule. 
Claims 15 -16 are substantially the same as claim 8 and are thus rejected for 
reasons similar to those in rejecting claim 8. 

Claim 17: A method for identifying to a computer user the cause of an event 
occurring within a computer system, the method comprising: storing within the 
computer system one or more user-defined message handling rules, at least one 
of the rules operative to generate a first indication message in response to 
receiving at the computer system an electronic mail message satisfying one or 
more conditions (Figures 1-1 1A and Abstract; event driven, conditional rule 
based messaging system and a rule mechanism and storage folders); receiving 
an electronic mail message (Figures 1-1 1A and Abstract; event driven, 
conditional rule based messaging system and a rule mechanism); in response to 
receiving the electronic mail message, performing an evaluation to determine if 
the one or more conditions are satisfied by the received message (Figures 1-1 1 A 
and Abstract; event driven, conditional rule based messaging system and a rule 
mechanism and event manager); generating the first indication message in 
response to determining that the one or more conditions are satisfied by the 
received message (Figures 1-11 A and Abstract; event driven, conditional rule 
based messaging system and a rule mechanism and an event manager with on 
disk persistent event manager); receiving a request to identify the rule that 
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caused the indication message to be displayed (Figures 1-1 1A and Abstract & 
Col. 5 lines 43-65; pointer or tag points to a rule in a rule data base); and in 
response to the request, generating a second indication message identifying the 
rule that caused the first indication message to be displayed (Figures 1-1 1 A and 
Abstract; user interface, GUI, and event manager and on-disk persistent event 
manager). 

Claim 18: Wherein the first indication message comprises information related to 
the received message (Figures 1-1 1A and Abstract; user interface, GUI, and 
event manager and on-disk persistent event manager). 
Claim 19: Wherein the request to identify the rule that caused the indication 
message to be displayed comprises the selection of a user interface object 
contained within the first indication (Figures 1-1 1A and Abstract; user interface, 
rule mechanism interface and GUI). 

Claim 20: Wherein the second indication message further comprises a facility for 

editing the rule that caused the first indication message to be displayed (Figures 

1-1 1A and Abstract; structured rule editor, rule editor and user interface). 

Examiner Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and 
are applied to the specific limitations within the individual claim, other passages 
and figures may apply as well. It is respectfully requested from the applicant in 
preparing responses, to fully consider the references in its entirety as potentially 
teaching of all or part of the claimed invention, as well as the context of the 
passage as taught by the prior art or disclosed by the examiner. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maceeh Anwari whose telephone number is 571-272- 
7591. The examiner can normally be reached on Monday-Friday 7:30-5:00 PM ES. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Vaughn can be reached on 571-272-3922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



M.A. 




